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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of invention I in the reply filed on 6/8/2009 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 10-15 and 19-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over GB 1 ,053,233 (from IDS dated 9/7/2006). 

Regarding claim 10, '233 discloses a rotary friction welding machine (figure 4) for 
joining or connecting components, with a first rotating spindle 67a and a second non- 
rotating spindle 67b, wherein a first component of the components being connected to 
one another is capable of being positioned on the first spindle and a second component 
of the components being connected to one another is positioned on the second spindle, 
wherein several flywheel mass bodies 57 are positioned on the rotary friction welding 
machine, wherein the flywheel mass bodies cooperate with the first rotating spindle 
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such that at least one of the flywheel mass bodies is capable of being brought out of 
operating engagement or into operating engagement with the first rotating spindle, and 
wherein flywheel mass bodies that are in operating engagement with the first rotating 
spindle and flywheel mass bodies that are out of operating engagement with the first 
rotating spindle capable of being positioned on the rotary friction welding machine 
(figure 4 and page 2 columnl line 15 to column 2 line 125 and page 3 column 1 line 19 
to column 2 line 81). 

As per MPEP 2114 relating to Apparatus and Article claims - Functional 
Language: While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429, 1431-32 (Fed. Cir. 1997). As the references and the claimed 
*APARATUS* are patentably indistinguishable, the apparatus of the prior art is 
reasonable expected to be able to perform the claimed functionality (i.e. LIMITATION*). 

Regarding claim 1 1 , '233 discloses that several flywheel mass bodies 57 are 
allocated to the first rotating spindle such that the flywheel mass bodies are capable 
when in operating engagement with the first spindle rotate jointly with the spindle and 
when out of operating engagement with the first spindle are stationary as compared with 
the spindle (figure 4 and page 2 column 2 lines 99-125 and page 3 column 1 line 19 to 
column 2 line 81)). 

Regarding claim 12, '233 discloses that at least one of the flywheel mass bodies 
is rigidly connected to the first rotating spindle, while the other flywheel mass bodies are 
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rotatably mounted on the spindle in such a way that the other flywheel mass bodies are 
capable of being selectively coupleable to and uncoupleable from every flywheel mass 
body that is rigidly connected to the first spindle (figure 4 and page 2 column 2 lines 99- 
1 25 and page 3 column 1 line 1 9 to column 2 line 81 ). 

Regarding claims 13 and 22, '233 discloses that the several flywheel mass 
bodies are allocated to a flywheel mass shaft/torque tube 56, wherein the flywheel mass 
shaft is coupled to the first rotating spindle via a transmission gear/pulley 58 (figure 4, 
page 3 column 1 lines 37-65). 

Regarding claim 14, the flywheel mass bodies of '233 in operating engagement 
with the first spindle are capable of rotating jointly with the flywheel mass shaft and 
when out of operating engagement with the first spindle are stationary as compared with 
the flywheel mass shaft. While features of an apparatus may be recited either 
structurally or functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function (MPEP 2114). 

Regarding claim 15, '233 discloses that at least one of the flywheel mass bodies 
is rigidly connected to the flywheel mass shaft, while every other flywheel mass body is 
rotatably mounted on the flywheel mass shaft in such a way that the other flywheel 
mass bodies are capable of being selectively coupleable to and uncoupleable from the 
flywheel mass body that is rigidly connected to the flywheel mass shaft (page 3 column 
1 lines 37-65). 

Regarding claim 19, '233 discloses an apparatus for rotary friction welding, 
comprising a rotary friction welding machine, including: a first rotatable spindle 67a; a 
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second non-rotatable spindle 67b; and a plurality of flywheel mass bodies 57; wherein 
the plurality of flywheel mass bodies are positioned on the rotary friction welding 
machine, and wherein at least one of the plurality of flywheel mass bodies is capable of 
being operatively engageable and dis-engageable with the first rotatable spindle (figure 
4 and page 2 columnl line 15 to column 2 line 125 and page 3 column 1 line 19 to 
column 2 line 81). 

As per MPEP 2114 relating to Apparatus and Article claims - Functional 
Language: While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429, 1431-32 (Fed. Cir. 1997). As the references and the claimed 
*APARATUS* are patentably indistinguishable, the apparatus of the prior art is 
reasonable expected to be able to perform the claimed functionality (i.e. LIMITATION*). 

Regarding claim 20, '233 would be capable of when the at least one of the 
plurality of flywheel mass bodies is operatively engaged with the first rotatable spindle 
the at least one of the plurality of flywheel mass bodies is rotatable jointly with the first 
rotatable spindle and wherein when the at least one of the plurality of flywheel mass 
bodies is operatively dis-engaged with the first rotatable spindle the at least one of the 
plurality of flywheel mass bodies is not jointly rotatable with the first rotatable spindle. 
While features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function (MPEP 2114). 
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Regarding claim 21 , '233 discloses that at least one of the flywheel mass bodies 
is rigidly connected to the first rotatable spindle (figure 4 and page 2 column 2 lines 99- 
125 and page 3 column 1 line 19 to column 2 line 81), and wherein the at least one of 
the plurality of flywheel mass bodies is capable of being operatively engageable and 
dis-engageable with the first rotatable spindle is selectively coupleable to and 
uncoupleable from the at least one of the flywheel mass bodies that is rigidly connected 
to the first rotatable spindle. While features of an apparatus may be recited either 
structurally or functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function (MPEP 2114). 

Regarding claim 23, '233 discloses that at least one of the plurality of flywheel 
mass bodies is operatively engaged with the first rotatable spindle the at least one of 
the plurality of flywheel mass bodies is rotatable jointly with the flywheel mass shaft and 
wherein when the at least one of the plurality of flywheel mass bodies is capable of 
being operatively dis-engaged with the first rotatable spindle the at least one of the 
plurality of flywheel mass bodies is not rotatable with the flywheel mass shaft (figure 4 
and page 2 column 2 lines 99-1 25 and page 3 column 1 line 1 9 to column 2 line 81 ). 
While features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function (MPEP 2114). 

Regarding claim 24, '233 discloses that at least one of the flywheel mass bodies 
is rigidly connected to the flywheel mass shaft (figure 4 and page 2 column 2 lines 99- 
125 and page 3 column 1 line 19 to column 2 line 81), and wherein the at least one of 
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the plurality of flywheel mass bodies that is capable of being operatively engageable 
and dis-engageable with the first rotatable spindle is selectively coupleable to and 
uncoupleable from the at least one of the flywheel mass bodies that is rigidly connected 
to the flywheel mass shaft. While features of an apparatus may be recited either 
structurally or functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function (MPEP 21 14). 



Allowable Subject Matter 

4. Claims 16-18 and 25-26 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Regarding claims 16 and 25, 
the prior art of record failed to teach or suggest all the limitations of claims 16 and 25 
including having the flywheel mass bodies moveable back and forth between two 
magazine halves. '233 does not disclose magazine halves. It would not have been 
obvious to add magazine halves capable of having the flywheel mass bodies moveable 
back and forth between them such that the mass bodies are in operating engagement 
with the first spindle in a position that is inserted into the first magazine half and out of 
operating engagement with the first spindle in a position that is inserted into the second 
magazine half. 

Claims 1 7-1 8 and 26 are dependent on claims 1 6 and 25. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERIN B. SAAD whose telephone number is (571 )270- 
3634. The examiner can normally be reached on Monday through Thursday from 8am- 
5pm Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jessica Ward can be reached on (571) 272-1223. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IE. B. SV 

Examiner, Art Unit 1793 
8/12/2009 



/Kevin P. Kerns/ 

Primary Examiner, Art Unit 1793 



